APPLICATION FOR COMMERCIALIZATION LICENSE

FOR ARL INVENTIONS

Please respond to each of the following questions/issues in as much detail as you believe necessary to fully answer. Pursuant to 35 U.S.C. 209(f), information submitted by a license applicant shall be treated as privileged and confidential and is not subject to disclosure under 5 U.S.C. 552 (Freedom of Information Act) only if you have marked each page of your response BUSINESS PROPRIETARY.
I. GENERAL INFORMATION

     A.
Inventions(s) for which license is sought

          
(Complete all relevant sections)

          
1. US Patent(s) or Application(s) Number(s)

          
2. Title of Patent or Application(s) and names of inventors if known:

          
3. Source from which you learned of availability of a license to the present invention(s)

     B.  INFORMATION ABOUT APPLICANT

          
1.  Name, title, & Address of Applicant:

         
2.  Name, title, address, telephone number of Applicant's licensing representative:

         
3.  Is Applicant a U.S. Corporation?   Yes – No. If no, state Country of Origin

                  State of incorporation of applicant and ultimate parent.

          
4.  Is Applicant directly or indirectly controlled by a foreign company of government?   Yes - No

          
5.  Approximate number of persons employed by Applicant at this location and altogether:

         
6.  Is Applicant a Small Business Firm     Yes – No, under 15 USC 632 and implementing                               regulations.

          
7.  Identity licenses previously granted to applicant under federally owned inventions by                                 date, Agency, etc.  (this may save us all some time and effort)

II   COMPANY INFORMATION

Please describe your company.  If your company is large and has several divisions, report for your division please.  (If a prior license application has been submitted to ARL within the last several years, please reference that application and update the facts that have changed.)   In your description, please include information describing:      

     A.   Active Standard industrial Classification codes;

     B.   Principal products and\or services;

     C.   Years in operation;

     D.   Locations and ownership tree;

     E.   Most recent Balance sheet and Operating Statement;

     F.   Manufacturing, R&D, Marketing, Distribution, and Sales capabilities related to the technology to              be licensed;

     G.   intellectual property positions important to the proposed license that are held by your company;

III. DEVELOPMENT PLAN

Please describe the stages of product\service development that must occur prior to sales, including (where appropriate) research, development, design, engineering, manufacturing, marketing, distribution, training and sales, as well as required regulatory activities.   Please describe these efforts in terms of time, personnel and funds required for completion. 

IV.  PROPOSED LICENSE TERMS

 Please indicate the license  terms  that  you  are  requesting.  Negotiations will determine final terms. 

     A.   Proposed licensed product(s), process (as), and\or method(s) for which the licensed technology                  will be used.  (Fields of Use)

     B.   Geographic Territories requested.  (Include the territory or regions in which the product will be                  manufactured and sold)

     C.   Where in the United States will the products embodying the licensed technology be manufactured?

     D.   Term of years of requested license?

V.   MARKET ANALYSIS/PRODUCT DEVELOPMENT PLAN

In this section you are asked to provide, for the proposed Technology, a product development plan required by 37 CFR Part 404.  This plan will form the administrative record on which a license is granted, and will be used to establish benchmark to measure performance under the license. 

A.  Describe the product(s) service(s) or method(s) which will embody the invention(s) to be licensed.  

B.  Provide a market analysis which identifies the relevant market segment(s) the licensed technology will serve, when commercialized. The analysis should include market size and projected growth of relevant markets during the duration of the license; estimated market share once the product, process or service is introduced; and sales projections for the product or service over the life of the license.  

C.  (l)   Please  describe  the  stages  of  product\service\method development  that  must  occur  prior  to  sales,  including  (where appropriate) research, development, design, engineering, manufacturing, marketing,  distribution,  training and sales,  as well  as required regulatory activities.  Please describe these efforts in terms of time, personnel and funds required for completion.   

    (2)  Outline how the resources necessary to meet the monetary and personnel commitments required for each stage will be provided.  

D.  Please list each country where products embodying the invention will be manufactured or where process or service embodying the invention will be used.  

E.   Identify your company's unique capabilities in relation to the commercialization activity you have described.    

F.   Describe any intended international development program and, if separate from that described above, identify any particular commitments necessary for non‑domestic market development, e.g., R&D, regulatory, registration, production, sales and sales support, etc.  

G.   Intending to be relied upon, provide a statement containing applicant's informed opinion as to the extent to which the invention is being practiced by private industry or foreign governments, or both, or is otherwise available commercially, in the United State and the world.  

H.   Provide any other information which you believe will support a determination to grant the requested license. 

VI.  EXCLUSIVE LICENSE ISSUES NOT INVOLVING A CRADA
 If you are requesting an exclusive or partially exclusive license for any or all fields of use for technology not invented under a CRADA with ARL, please submit a justification addressing each of these issues.  Under 37 CFR Part 404, in order to grant an exclusive or partially exclusive license, the licensing agency must find that:       

A.  Federal and public interests are best served by exclusive or partially exclusive licensing;  

B.  Expeditious practical Application of the invention is unlikely to occur under a nonexclusive license; and 

C.  Exclusive or partially exclusive licensing is a reasonable and necessary incentive to attract investment of risk capital; and  

D.  Exclusive or partially exclusive licensing will not  tend substantially to lessen competition or result in undue  market concentration; and  

E.  Proposed terms and scope of exclusivity are not greater than reasonably necessary but are sufficient to recoup your company's investment in commercialization.   

PLEASE ADD THIS STATEMENT AT THE END OF INFORMATION THAT YOU PROVIDE:

     "After inquiry, I certify, to the best of my knowledge and belief, that all of the information provided          on this application is true and accurate." 

          Signature of Applicant or
Authorized Representative



Date:
          Printed Name and Title of Signatory

REGULATIONS CONCERNING LICENSING OF ARL PATENTS TO FOREIGN CORPORATIONS OR ENTITIES OWNED OR CONTROLLED BY FOREIGN GOVERNMENTS

 AR 70‑57, chapter 2, section 2‑8 (page 5) The execution of CRADAs or PLAs with foreign owned companies is not precluded, but, in consultation with the office of the Trade Representative, the head of an agency must determine:

     (1) Whether such entities permit and encourage US participation on a comparable basis

     (2) whether those foreign governments have policies which protect US intellectual property                rights, 
          and

    (3) whether those foreign governments have adopted adequate measures to prevent transfer of            strategic technology to destinations prohibited under National security export controls                   through CO COM or though other international agreements to which the US is a signatary.

AR 70‑57, chapter 3, Section 3‑15 (a) (2).     A license  (whether exclusive, partially exclusive, or non‑exclusive) granting rights to use or sell an Army laboratory inventions in the US shall be granted only to a licensee who agrees that any products embodying the invention or produced through the use of invention, will be manufactured substantially in the United States.  

Executive Order  12591  10 ap 87, Section 4, International sciences and Technology,  The head of each Executive department,  when negotiating licensing arrangements with foreign persons or industrial organizations (where these entities are directly or indirectly controlled by a foreign company or government) shall, in consultation with Trade Representative give appropriate consideration to: 

(1) Whether such foreign companies Or governments permit and encourage US agencies and organizations or persons to enter into CRADAs and licensing arrangements on a comparable basis;

(2) Whether those foreign governments have policies to protect US intellectual property rights; and

(3) whether, where technology is subject to national security export controls under the laws of the US, those foreign governments have adopted  adequate  measures  to  prevent  transfer  of  strategic technology to destinations prohibited under such national security controls, either through CO COM or other international agreements to which the US and such foreign governments are signatories.
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